
/#^t^^| United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 

Address: COMMISSIONER FOR PATENTS 
P.O. Box 1430 

Alexandria, Virginia 22313-1 450 
www.uspto.gov 



APPLICATION NO. 



FILING DATE 



FIRST NAMED INVENTOR 



ATTORNEY DOCKET NO. 



CONFIRMATION NO. 



09/836,386 



04/18/2001 



7590 



25944 

OLIFF & BERRIDGE, PLC 
P.O. BOX 19928 
ALEXANDRIA, VA 22320 



01/25/2005 



Susumu Honma 



109296 



7176 



EXAMINER 



EHICHIOYA, FRED I 



ART UNIT 



PAPER NUMBER 



2162 

DATE MAILED: 01/25/2005 



Please find below and/or attached an Office communication concerning this application or proceeding. 



PTO-90C (Rev. 10/03) 



Offirp Act inn Snmmarx/ 


Applicati n N . 

09/836,386 


Applicant(s) 

HONMA ET AL 


Examiner 

Fred 1. Ehichioya 


Art Unit 

2162 





- The MAILING DATE of this communication app ars on th cov r sheet with th correspond nc addrss- 
Period for Reply 
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DETAILED ACTION 
Response to Arguments 

1 . Applicant's arguments, with respect to claims 1-12, filed September 3, 2004 
have been fully considered but they are not persuasive for the following reasons. 

2. Applicants argue that Shimotsuji and Smith, alone or in combination, do not 

teach or suggest a data as recited in claim 1, and similarly recited in claim 5 for 

data input form retrieving method, and in claim 9 for a computer-readable recording 
medium, page 5, paragraph 1. Examiner respectfully disagrees with the applicants. 
Examiner in the last Office Action responded to these allegations in claims 1, 5 and 9 by 
citing the lines and columns of the references on record. 

Applicants also states that there is no motivation to combine features related to 
data line extraction of Shimotsuji with data entry teaching of Smith, nor has the Office 
Action established sufficient motivation for a prima facie case of obviousness Page 3, 
paragraph 2. 

Again Examiner respectfully disagrees with the applicants. "Test of obviousness 
is not whether features of secondary reference may be bodily incorporated into primary 
reference's structure, nor whether claimed invention is expressly suggested in any one 
or all of references; rather, test is what combined teachings of references would have 
suggested to those of ordinary skill in art." In re Keller, Terry, and Davies, 208 USPQ 
871 (CCPA 1981). The combination of Shimotsuji and Smith clearly suggest the 
applicants 1 invention in claims 1 , 5 and 9. "The reason or motivation to modify the 
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reference may often suggest what the inventor has done, but for a different purpose or 
to solve a different problem. It is not necessary that the prior art suggest the 
combination to achieve the same advantage or result discovered by the applicant. In re 
Linter, 458 F.2d 1013, 173 USPQ 560. The motivation to combine Smith and Shimotsuji 
is that there is a preservation of data even if the system crashes. 

3. In view of the above, the examiner contends that all limitations as recited in the 
claims have been addressed in this Action. For the above reasons, Examiner believed 
that rejection of the last Office action was proper. 

Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art 
are such that the subject matter as a whole would have been obvious at the time the invention was made to 
a person having ordinary skill in the art to which said subject matter pertains. Patentability shall not be 
negatived by the manner in which the invention was made. 

5. Claims 1 - 12 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
U.S. Patent 5,815,704 issued to Shigeyoshi Shimotsuji et al (hereafter 
"Shimotsuji") in view of U.S. Patent 5,963,952 issued to Derek Kent William 
Smith (hereinafter "Smith"). 

Regarding claim 1, Shimotsuji teaches a data input form retrieving 
system comprising: 
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character string extracting means for extracting a character string out of each of 
plural data input forms containing character strings ("character-line extraction means for 
extracting line data and character data from the input image data", see column 1, lines 
55 - 57); 

extracting conditions input means for inputting a condition of extracting a 
specific data input form out of the plural data input forms ("image input means for 
inputting image data of a new document; extraction means for extracting line data from 
the new document input image data", see column 2, line 15-17); 

and data input form extracting means for extracting the specific data input form 
by retrieving the character string extracted by the character string extracting means in 
accordance with the extracting condition inputted by the extracting condition input 
means ("image input means for inputting image data of a new document; character-line 
extraction means for extracting line data and character data from the input image data" 
see column 2, lines 2 - 5). 

Shimotsuji does not explicitly disclose wherein a text file containing the character 
strings extracted from the data input form is made up when the character strings have 
been extracted from each of the plural data input forms. 

However, Smith discloses wherein a text file containing the character strings 
extracted from the data input form is made up when the character strings have been 
extracted from each of the plural data input forms (see column 2, line 65 through 
column 3, line 5 and column 6, line 1 through column 1 3, line 1 1 ). 
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It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to combine teaching of Smith with the teaching of Shimotsuji 
wherein the set of form tags are input tags for txt fields. Data entered into the primary 
document is extracted and entered into the secondary document as initial values for the 
input tags. The motivation is that the data captured into the secondary document is 
stored to a local storage file for a later transmission to a Web server in this case data is 
still preserved even if there is circuit interruption. 

Regarding claims 2, 6 and 10, Smith teaches all the character strings contained 
in each of the plural data input forms are extracted (see column 6, lines 3 - 8). 

Regarding claims 3, 7 and 1 1 , Smith teaches a specific character string is 
selected out of the character strings contained in the plural data input forms (see 
column 6, lines 54 - 60). 

Regarding claims 4, 8 and 12, Shimotsuji teaches a data input form retrieving 
system comprising: 

keyword adding means far adding a keyword to each of plural data input forms 
("keyword is inputted to retrieve data desired by a user", see column 1 , lines 35 - 36); 

extracting condition input means for inputting a condition of extracting a specific 
data input form out of the plural data input forms ("image input means for inputting 
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image data of a new document; extraction means for extracting line data from the new 
document input image data", see column 2, lines 15-17); and 

data input form extracting means for extracting the specific data input form by 
retrieving the keyword added by the keyword adding means in accordance with the 
extracting condition inputted by the extracting condition input means ("image input 
means for inputting image data of a new document; character-line extraction means for 
extracting line data and character data from the input image data" see column 2, lines 2 
-5). 

Shimotsujt does not explicitly disclose wherein a text file containing the keywords 
extracted from the data input form is made up when the keywords have been extracted 
from each of the plural data input forms. 

However, Smith discloses wherein a text file containing the keywords extracted 
from the data input form is made up when the keywords have been extracted from each 
of the plural data input forms (see column 2, line 65 through column 3, line 5 and 
column 6, line 1 through column 13, line 11). 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to combine teaching of Smith with the teaching of Shimotsuji 
wherein data extracted are words, keywords or sentences. Data entered into the 
primary document is extracted and entered into the secondary document as initial 
values for the input tags. The motivation is that the data captured into the secondary 
document is stored to a local storage file for a later transmission to a Web server in this 
case data is still preserved even if there is circuit interruption. 
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Regarding claims 5 and 9, Shimotsuji teaches a data input form retrieving 
method comprising: 

extracting a character string out of each of plural data input forms containing 
character strings (see column 1 , lines 55 - 57 and column 3, lines 46 - 47; "The 
character line extraction section 2 extracts line/character from the input image data"); 

inputting a condition of extracting a specific data input form out of the plural data 
input forms (se column 6, lines 8-20 "inputting a condition of extracting is the inputting 
a blank form"). 

extracting the specific data input form by retrieving the extracted character string 
in accordance with the inputted extracting condition (see column 8, lines 24 - 29;). 

Shimotsuji does not explicitly disclose wherein a text file containing the character 
strings extracted from the data input form is made up when the character strings have 
been extracted from each of the plural data input forms. 

However, Smith discloses wherein a text file containing the character strings 
extracted from the data input form is made up when the character strings have been 
extracted from each of the plural data input forms (see column 2, line 65 through 
column 3, line 5 and column 6, line 1 through column 1 3, line 1 1 ). 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to combine teaching of Smith with the teaching of Shimotsuji 
wherein the set of form tags are input tags for txt fields. Data entered into the primary 
document is extracted and entered into the secondary document as initial values for the 
input tags. The motivation is that the data captured into the secondary document is 
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stored to a local storage file for a later transmission to a Web server in this case data is 
still preserved even if there is circuit interruption. 

Conclusion 

6. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .1 36(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Fred I. Ehichioya whose telephone number is 571-272- 
4034. The examiner can normally be reached on M - F 8:00 AM to 4:30 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, John E. Breene can be reached on 571-272-4107. The fax phone number 
for the organization where this application or proceeding is assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 

Fred I. Ehichioya 

Patent Examiner f\ ^ o ^ 



January 12, 2005 
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